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DETAILED ACTION 
Response to Amendment 

1 . Claims 1 -1 7 remain pending for examination. 

Response to Applicant' Remarks 

2. Applicant's arguments filed on 7 September 2004 with respect to claims 1-17 
have been fully considered but, have been found persuasive to the extend that the prior 
art does not specifically disclose "chaining through intermediate versions". However, 
Moser discloses such limitations. 

MPEP 21 1 1 Claim Interpretation: Broadest Reasonable Interpretation 
During patent examination, the pending claims must be "given the broadest 
reasonable interpretation consistent with the specification" Applicant always has the 
opportunity to amend the claims during prosecussion and broad interpretation by the 
examiner reduces the possibility that the claim, once issued, will be interpreted more 
broadly than is justified. In re Prater, 162 USPQ 541,550-51 (CCPA 1969). The court 
found that applicant was advocating ... the impermissible importation of subject matter 
from the specification into the claim. See also In re Morris, 127 F.3d 1048, 1054-55, 44 
USPQ2d 1023, 1027-28 (Fed. Cir. 1997) (The court held that the PTO is not required, in 
the course of prosecution, to interpret claims in applications in the same manner as a 
court would interpret claims in an infringement suit. Rather, the "PTO applies to 
verbiage of the proposed claims the broadest reasonable meaning of the words in their 
ordinary usage as they would be understood by one of ordinary skill in the art, taking 
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into account whatever enlightenment by way of definition or otherwise that may be 
afforded by the written description contained in application's specification."). 

The broadest reasonable interpretation of the claims must also be consistent with 
the interpretation that those skilled in the art would reach. In re Cortright, 165 F.3d 
1353, 1359, 49 USPQ2d 1464, 1468 (Fed. Cir. 1999). 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 9 and 13 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

Claim 1 recites the limitation "a method comprising" in claim. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 9 recites the limitation "an apparatus for updating a message from a first 
version to an upgraded version by chaining through intermediate versions comprising" 
in claim. There is insufficient antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "an apparatus comprising" in claim. There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

Claim 1 , 9 and 12 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 
MPEP2106 IV.B.Z(b) 

A claim that requires one or more acts to be performed defines a process. 
However, not all processes are statutory under 35 U.S.C. 101. Schrader, 22 F.3d at 
296, 30 USPQ2.d at 1460. To be statutory, a claimed computer-related process must 
either: (A) result in a physical transformation outside the computer for which a practical 
application in the technological arts is either disclosed in the specification or would have 
been known to a skilled artisan, or (B) be limited to a practical application within the 
technological arts. 

Claims 1 , 9 and 12, in view of the above cited MPEP section, are not statutory 
because they merely recite a number of computing steps without producing any tangible 
result and/or being limited to a practical application within the technological arts. The 
use of a computer has not been indicated. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

c 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Pat. No. 6,148,329 issued to Meyer ("hereinafter 'Meyer") in view of US Pat. No. 
5,586,304 issued to Stupek, Jr. et al. ("hereinafter Stupek"). 

As per claim 5, Meyer discloses "an article comprising a computer readable 
medium having instructions stored thereon" as relates to the content and format of the 
messages stored in the folder and message database (see col. 4, lines 29-31) which 
when executed causes: 

"receipt of an update message having a first version format" as a means for 
redelivering the stored message is to update the format of the message to the current 
format (see col. 2, lines 45-47); further, in column 3, lines 4-1 1 , Meyer discloses 
retrieving a first message from the mailbox or folder ordered by version number, in 
which determining whether redelivery is a being specifically requested or forced by the 
mail administrator if redelivery is being forced setting the message version to a number 
which is different from a current version. Meyer does not explicitly disclose repeated 
generation of a revised update message having a next most recent version format 
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based on the update message until a final update message having an upgraded version 
format is generated. However, Stupek discloses a method for use in upgrading a 
resource of a computer from an existing version of the resource to a later version of the 
resource (see col. 1, lines 56 to col. 2, line 41). Further, in column 9, line 1 to column 
10, line 6, Stupek discloses the upgrade installer builds the selected upgrade packages 
and installation instructions into a job, which is transferred into a staging area, an agent 
client is then notifies that a job has been placed in the staging area and the agent 
installs the packages in the job according to the installation instructions. It would have 
been obvious to a person of ordinary in the art at time the invention was made to modify 
the combined teachings of Meyer and Stupek with repeated generation of a revised 
update message having a next most recent version format based on the update 
message until a final update message having an upgraded version format is generated. 
Such modification would allow the teachings of Meyer to improve the accuracy of the 
method and apparatus for upgrading a database in a redundant environment by release 
chaining, and to provide automatically determined the availability of upgrades to 
resources on a computer system (see col. 2, lines 42-44). 

As per claim 6, in addition to claim 1, Meyer further discloses "calling a next most 
recent version mapping function to map contents of the first update message to 
generate a second update message" (see col. 3, lines 6-14). 
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As per claim 7, Meyer discloses "wherein the update message includes a set of 
records for a database in the first version" (see col. 2, lines 60-64). 

As per claims 8, Meyer discloses, "wherein the set of records for the database in 
the first version is a complete set of records for the database" as a means for existing 
messages will preferably be converted to the new format, the need for the conversion is 
automatically recognized by the message store (see col. 6, lines 52-54). 

6. Claims 1-4 and 9-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Pat. No. 6,148,329 issued to Meyer ("hereinafter 'Meyer") in view of US Pat. 
No. 5,586,304 issued to Stupek, Jr. et al. ("hereinafter Stupek") as applied to claims 5-8 
above, and further in view of US Pat. 6,148,329* issued to Meyer ("hereinafter Meyer"). 

As per claim 1, Meyer discloses a method, wherein update comprises: 
"receiving an update message having a first version format" as a means for 
redelivering the stored message is to update the format of the message to the current 
format (see col. 2, lines 45-47); further, in column 3, lines 4-11, Meyer discloses 
retrieving a first message from the mailbox or folder ordered by version number, in 
which determining whether redelivery is a being specifically requested or forced by the 
mail administrator if redelivery is being forced setting the message version to a number 
which is different from a current version. Meyer does not explicitly disclose repeatedly 
generating a revised update message having a next most recent version format based 
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on the update message until a final update message having an upgraded version format 
is generated. However, Stupek discloses a method for use in upgrading a resource of a 
computer from an existing version of the resource to a later version of the resource (see 
col. 1, lines 56 to col. 2, line 41). Further, in column 9, line 1 to column 10, line 6, 
Stupek discloses the upgrade installer builds the selected upgrade packages and 
installation instructions into a job, which is transferred into a staging area, an agent 
client is then notifies that a job has been placed in the staging area and the agent 
installs the packages in the job according to the installation instructions. It would have 
been obvious to a person of ordinary in the art at time the invention was made to modify 
the combined teachings of Meyer and Stupek with repeatedly generating a revised 
update message having a next most recent version format based on the update 
message until a final update message having an upgraded version format is generated. 
Such modification would allow the teachings of Meyer to improve the accuracy of the 
method and apparatus for upgrading a database in a redundant environment by release 
chaining, and to provide automatically determined the availability of upgrades to 
resources on a computer system (see col. 2, lines 42-44). While, Meyer and Stupek 
disclose the claimed subject matter except the claimed updating a message from a first 
version to an upgraded version by chaining through intermediate versions. However, 
Moser discloses an intermediate program P' that contains an intermediate version of 
each of the program modules to be upgraded, the intermediate version of a program 
module contains both the old version used in P and the new version used in P' (see 
Moser col. 3, lines 9-21). It would have been obvious to a person of ordinary in the art 
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at time the invention was made to modify the combined teachings of Meyer, Stupek and 
Moser with updating a message from a first version to an upgraded version by chaining 
through intermediate versions. Such modification would allow the teachings of Meyer, 
Stupek and Moser to provide a mechanism that can upgrade a computer program 
without requiring that the normal operation of the computer program be suspended (see 
Moser col. 3, lines 32-36). 

As per claims 2, 10 and 15, in addition to claim 1, Meyer further discloses "calling 
a next most recent version mapping function to map contents of the first update 
message to generate a second update message" (see col. 3, lines 6-14). 

As per claims 3, 1 1 and 16, Meyer discloses "wherein the update message 
includes a set of records for a database in the first version" (see col. 2, lines 60-64). 

As per claims 4, 12 and 17, Meyer discloses "wherein the set of records for the 
database in the first version is a complete set of records for the database" as a means 
for existing messages will preferably be converted to the new format, the need for the 
conversion is automatically recognized by the message store (see col. 6, lines 52-54). 

As per claim 9, Meyer discloses "an apparatus comprising: 
"means for receiving an update message having a first version format" as a means for 
redelivering the stored message is to update the format of the message to the current 
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format (see col. 2, lines 45-47); further, in column 3, lines 4-1 1, Meyer discloses 
retrieving a first message from the mailbox or folder ordered by version number, in 
which determining whether redelivery is a being specifically requested or forced by the 
mail administrator if redelivery is being forced setting the message version to a number 
which is different from a current version. Meyer does not explicitly disclose a means for 
repeatedly generating a revised update message having a next most recent version 
format based on the update message until a final update message having an upgraded 
version format is generated. However, Stupek discloses a method for use in upgrading 
a resource of a computer from an existing version of the resource to a later version of 
the resource (see col. 1, lines 56 to col. 2, line 41). Further, in column 9, line 1 to 
column 10, line 6, Stupek discloses the upgrade installer builds the selected upgrade 
packages and installation instructions into a job, which is transferred into a staging area, 
an agent client is then notifies that a job has been placed in the staging area and the 
agent installs the packages in the job according to the installation instructions. It would 
have been obvious to a person of ordinary in the art at time the invention was made to 
modify the combined teachings of Meyer and Stupek with means for repeatedly 
generating a revised update message having a next most recent version format based 
on the update message until a final update message having an upgraded version format 
is generated. Such modification would allow the teachings of Meyer to improve the 
accuracy of the method and apparatus for upgrading a database in a redundant 
environment by release chaining, and to provide automatically determined the 
availability of upgrades to resources on a computer system (see col. 2, lines 42-44). 
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While, Meyer and Stupek disclose the claimed subject matter except the claimed 
updating a message from a first version to an upgraded version by chaining through 
intermediate versions. However, Moser discloses an intermediate program P' that 
contains an intermediate version of each of the program modules to be upgraded, the 
intermediate version of a program module contains both the old version used in P and 
the new version used in P' (see Moser col. 3, lines 9-21). It would have been obvious to 
a person of ordinary in the art at time the invention was made to modify the combined 
teachings of Meyer, Stupek and Moser with updating a message from a first version to 
an upgraded version by chaining through intermediate versions. Such modification 
would allow the teachings of Meyer, Stupek and Moser to provide a mechanism that can 
upgrade a computer program without requiring that the normal operation of the 
computer program be suspended (see Moser col. 3, lines 32-36). 

As per claim 13, Meyer discloses an apparatus comprising: 
"a network switching device to receive an update a message from a first version 
format" as a means for redelivering the stored message is to update the format of the 
message to the current format (see col. 2, lines 45-47); further, in column 3, lines 4-1 1 , 
Meyer discloses retrieving a first message from the mailbox or folder ordered by version 
number, in which determining whether redelivery is a being specifically requested or 
forced by the mail administrator if redelivery is being forced setting the message version 
to a number which is different from a current version; and 
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"a controller card to update a message from a first version to an upgraded 
version by chaining through intermediate versions" as a means for determining whether 
a stored message is formatted in accordance with a current message (see col. 2, lines 
40-47). Meyer does not explicitly disclose the controller card repeatedly generating a 
revised update message having a next most recent version format based <on the update 
message until a final update message having an upgraded version format is generated. 
However, Stupek discloses a method for use in upgrading a resource of a computer 
from an existing version of the resource to a later version of the resource (see col. 1 , 
lines 56 to col. 2, line 41). Further, in column 9, line 1 to column 10, line 6, Stupek 
discloses the upgrade installer builds the selected upgrade packages and installation 
instructions into a job, which is transferred into a staging area, an agent client is then 
notifies that a job has been placed in the staging area and the agent installs the 
packages in the job according to the installation instructions. It would have been 
obvious to a person of ordinary in the art at time the invention was made to modify the 
combined teachings of Meyer and Stupek with repeatedly generating a revised update 
message having a next most recent version format based on the update message until 
a final update message having an upgraded version format is generated. Such 
modification would allow the teachings of Meyer to improve the accuracy of the method 
and apparatus for upgrading a database in a redundant environment by release 
chaining, and to provide automatically determined the availability of upgrades to 
resources on a computer system (see col. 2, lines 42-44). 
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As per claim 14, Meyer discloses "wherein the network switching device receives 
a first update message" as previously received messages in the database need to be 
updated to reflect the new and existing attribute definitions, message delivery 
addresses this need by providing a mechanism whereby the message store deletes the 
previously captured message attribute information and recreates it as if the messages 
were just being delivered for the first time (see figure 1 , col. 4, lines 42-49). 
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CONTACT INFORMATION 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JEAN B. FLEURANTIN whose telephone number is 571 
- 272-4035. The examiner can normally be reached on 7:05 to 4:35. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, JOHN E BREENE can be reached on 571 - 272-4107. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





Jean Bolte Fleurantin 



December 21, 2004 



